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12 008/053 



In the Office Action dated September 2U 2005» claims 1-9 and 12-14 stand rejected. 
Applicants respectfully submit that the Examiner's rejections of claims 1-9 and 12*14 as set 
foith in the Office Action are improper, and that claims 1-9 and 12-14 are allowable over the 
cited ait for the reasons set forth belo>v. 



A* Claim Rejections - 35 U.S-C- § 103(a) 

Claims 1-9 and 12-14 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Japanese Patent Application Publication No, 2002-232769 A (hereinafter ''Gotanda'^ in 
viewofU.S. Patent Application No. 6,748,541 Bl (hereinafter "A/a^^a/jO- Having 
reviewed the Examiner^s remarks. Applicants respectfully disagree with the Examiner's 
reading of the disclosures in Gotanda and Margalit and submit that Goianda and Margalit^ 
alone or in combination, fail to teach or disclose various claimed Ihnitations of the pendiiig 
claims. 

Qaim 1 requires, among other things* a portable camera device having an integrated 

USB plug that facilitates direct coupling of the portable camera device to a USB socket of a 

host platfomi via the USB plug. Claim 1 of the present application recites: 

1 . A portable camera device capable of operation with a host 
platform, &e portable camera device comprising: 
a housing; 

a USB plug integrally adapted to the housing of the portable 
camera device to facilitate direct coupling of the portable camera device 
via the USB plug to a USB socket of the host platfomi; 

a non-volatile memory in communication with said USB plug; 

a digital camera^ integrally formed )»Uh said non-volatile memofy^ 
for capturing image and/or audio information, said non-volatile memory 
capable of storing said image and/or audio infotmation\ and 

a microprocessor for at least in part formatting said image and/or 
audio information in a standard image and/or audio file format compatible 
with the host platform. 

(emphasis added). 
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Claims 12 and 14 likewise requires a portable camera device having an integrated 

USB plug as presented above. Claim 12 recites in pertinent part: 

12. A method of capturing image and/or audio information and 
uploading the image and/or audio infomiation to a host pIatfonn> 
comprising the steps of: 

(a) capturing image and/or audio data using a portable camera 
device, said portable camera device having a housing and a USB plug 
integrally adapted to the housing to facilitate direct coupling of the 
portable camera device via the USB plug to a USB socket of the host 
platform; 

♦ ♦ + 

(emphasis added). 

Claim 14 recites in pertinent part 

14. A method of authenticating an operator seeking access to 
information on a storage medium, comprising the steps of: 

(a) capturing image and/or audio identification data via a 
digital camera, said digital camera having a housing and a USB plug 
integrally adapted to the housing to facilitate direct coupling of the 
digital camera via the USB plug to a USB socket of a host platform; 

* * * 

(emphasis added). 

Gotanda teaches connecting a digital camera 2 to a personal computer via a USB 
coimector 46. It is important to note, however, that element 46 in Gotanda is a USB socket, 
not a USB plug as disclosed and claimed in the present application. A skilled ardsan would 
not use a USB plug and a USB socket interchangeably because they have different usage and 
application. In particular, having read disclosure in Gotanda^ a skilled artisan would not 
seek to replace the USB socket 46 with a USB plug. Moreover, element 46 in Gotanda is 
located at what appears to be a base or cradle for the camera, and not on the camera itself. As 
such» Gotanda not only foils to disclose Applicants^ claimed invention that includes an 
integrated USB plug» but also teaches away from it by teaching the use of a USB socket. 

Further, claim 1 includes the limitation that the digital camera is integrally formed 
with &e non-volatile memory. In contrast* Gotanda teaches using a memory card IS 
(element 15 is labeled as a memory card in the figure in Gotanda) in the camera. A skilled 
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artisan would readily understand that a memoiy card refers to a removable memoiy that can 
be conveniently inserted into or taken out of the camera by a user. Any compatible memoiy 
card can be used with the camera and can be easily swapped in and out as the user wishes. 
Hie memory card taught in Gotanda cannot be integrally foimed with the portable digital 
camera disclosed therein. Therefoie, Gotanda not only &ils to disclose Applicants' claimed 
invention that includes an integrally formed non-volatile memory* but also teaches away from 
it by teaching the use of a removable memory card. 

The Examiner agrees that Gotanda fails to teach a portable camera having an 
integrated USB plug to facilitate direct coupling of the camera via the USB plug to a USB 
socket of a host platfomi and an integrally fonned non-volatile memoiy, as required by the 
claims^ but cites MargalU and contends that it remedies the deficiencies. The Examiner also 
states that it is obvious to modify Gotanda to come up with Applicants* claimed invention, 
and that MargalU provides the motivation to do so. Applicants respectfully disagree. 

Applicants submit that there is no motivation for a skilled artisan to combine the 
teachings in Gotanda and Margalit, The law is clear diat, before prior ^ references can be 
combined, the Examiner must show some suggestion or motivation found in the art to make 
the combination. In re Dance, 160 F.3d 1339, 1343 (Fed. Cir. 1998). "It is insuflicient to 
establish obviousness that the separate elements of the invention existed in the prior art, 
absent some teaching or suggestion, in the prior art, to combine the elements." Arkie Lures, 
Inc. V. GeneLarew Tackle. Inc., 1 19 F.3d 953, 957 (Fed. Cir. 1997). Nor is the feet that 
references can be combined sufficient to meet this criterion. In re Rouffet, 149 F.3d 1350, 
1357 (Fed. Cir. 1998). Moreover^ the fact Uiat the combination would be well within the 
ordinary skill in the art, by itself, is insufiBcient to meet this criterion. Al-Siie Corp. v. VSI 
Intern.^ Inc , 174 F,3d 1308, 1324 (Fed. Cir. 1999). The Examiner needs to show the 
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additional step of how this knowledge of the skilled artisan leads to the suggestion or 
motivation. 

Applicants respectfully traverse that Gotanda and MargalU are coinbinable. Cotanda 
teaches a digital camera that can be connected to a personal computer. MargalH teaches a 
user authentication or security device. There is no motivation or suggestion in the art to 
combine the digital camera of Gotanda with the user authentication or security device of 
Margalit to airive at the present invention. 

MargaUt teaches using a so-called "FCCS plug device borne by a mobile user" 
having ^'information characterizing the mobile user and stored in the memory accessibly to 
the flexibility connected computer system." See col. 2, lines 23-30. Margatit also teaches 
that the infoimation stored in the FCCS plug device is used to perform authentication. See 
col. 2, lines 9-21 . In oflier words» MargalU teaches a user authentication or security device. 
Moreover, in Figures 3 and 4, Margalit seems to have defined its own proprietaiy plug. 

A digital camera such as taught by Gotanda and a security device such as taught by 
MargalU axe two unielated devices in different technical fields; designing and building such 
unxelated devices involves distinct endeavors. As such, a skilled artisan would not seek to 
combine Gotanda and Margalit to come up with the claimed invention as flie Examiner has 
suggested. A digital camera such as taught by Qotanda does not have a USB plng> so it 
cannot be directly coupled via a USB phig thereon to a USB socket of a host. Rather, the 
camera is connected to a host by a USB cable. There is no teaching in Gotanda of the need 
to achieve direct connectivity to a host computer. Further, a digital camera such as taught by 
Gotanda is not in a form factor such that it can be directly connected a host computer* There 
is no teaching in Gotanda of tte need or ability to miniaturize the camera such that it could 
be in a form factor that could be directly connected to a computer. In addition* Margalit 
teaches a security device and not a mass storage device. There is no teaching in Margalit that 
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it had the memory capacity to receive and store large amounts of data such as pictures taken 
by a digital camera. As such, there i$ no motivation or suggestion in the cited references to 
combine the digital camera of Gotanda with the security device of Margalit to arrive at the 
present invention 

The Examiner points to element 65 in Figwe 4 of Gotanda for the proposition that 
Gotanda teaches image data is formatted by liie Gotanda device into a compatible file format 
for the host platform. Applicants respectfully traverse. The Examiner has not specifically 
identified any disclosure in Gotanda that teaches formatting image and/or audio data in a 
standard file format compatible with the host platform, which is another claim limitation of 
claim 1 . Without more, element 65 of Gotanda in and of itself cannot be considered to teach 
or disclose this claim limitation. Margatit fails to disclose this limitation as well. 

Bi Cenclusion 

For at least the foregoing reasons, independent claims 1, 12 and 14 are allowable over 
Gotanda and Margalit^ whether alone or in combination. If an independent claim is 
allowable over the cited art, then any dependent claim therefrom is also allowable over die 
cited art. Claims 2-9 depend on claim 1; and claim 13 depend on claim 12. Consequently, 
they are all allowable over Gotanda and Margalit. As such, claims 1-9 and 12-14 are 
patentable over the cited references, and early notification of allowance of claims 1-9 and 12- 
14 is earnestly requested. 
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